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FIRST ACTION REJECTION 
(Paper# 9/7/2004) 



DRAWINGS 

1 . This application has been filed with drawings that are considered informal; 
however, said drawings are acceptable for examination and publication purposes. The 
review process for drawings that are included with applications on filing has been modified 
in view of the new requirement to publish applications at eighteen months after the filing 
date of applications, or any priority date claimed under 35 U.S. C. §§1 19, 120, 121, or 
365. 



CLAIM REJECTIONS - 35 U.S.C §103( a ) 

The following is a quotation of 35 U.S.C. §103 (a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the 
invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between 
the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter 
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pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 



2. Claims 1-36 are rejected under 35 U.S.C. §103( a ) as being obvious over Off 

US 4,910,672 (3/20/1990) (herein referred to as "Off 1 ). 

As per claim 1, Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; 
col. 2, 11. 32-67; col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 
8, 11. 40-67; col. 10, 11. 15-55; col. 11, 11. 1-67; and col. 13, 11. 25-45; and whole 
document) implicitly shows: "A method to promote the use of consumables in an 
imaging device, comprising; detecting consumption of a consumable; and when 
the consumption of a predefined quantity of the consumable has been detected, 
rewarding a user of the imaging device." 

Off lacks an explicit recitation of "rewarding a user of the imaging device. 



It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art that the disclosure of Off (the ABSTRACT; FIG. 1, 
FIG. 4a through FIG. 4d; col. 2, 11. 32-67; col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 
1-20; col. 5, 11. 55-67; col. 8, 11. 40-67; col 10, 11. 15-55; col. 1 1, 11. 1-67; and col. 
13, 11. 25-45; and whole document) implicitly shows "rewarding a user of the 
imaging device. . . ." and it would have been obvious to modify and interpret the 
disclosure of Off cited above as implicitly showing "rewarding a user of the 
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imaging device. . ." because modification and interpretation of the cited disclosure 
of Off would have provided means of "putting a discount coupon for a selected 
product in the hands of a customer who uses some other product. . . " (see Off 
(col. 1, 11. 65-67)), based on the motivation to modify Off so as to use "point-of- 
sale computer systems . . . to record sales transactions. " (See Off (col. 1, 11. 13- 
20)). 

As per claims 2-9, Off shows the method of claim 1 and subsequent base 
claims depending from claim 1. 

Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col 2, 11. 32-67; 
col. 3, 11 1-5; col 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col 8, 11. 40-67; col. 
10, 11. 15-55; col. 11, 11. 1-67; and col. 13, 11. 25-45; and whole document) 
implicitly shows all elements and limitations of claims 2-9; however, 

Off lacks explicit recitation of some elements of claims 2-9, even though 
Off cited above implicitly shows same. 

Official Notice is taken that both the concepts and the advantages of the 
elements and limitations of dependent claims 2-9 were notoriously well known 
and expected in the art at the time of the invention, because it would have been 
obvious at the time the invention was made to a person having ordinary skill in the 
art that the disclosure Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col. 
2, 11. 32-67; col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 8, 11. 
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40-67; col. 10, 11. 15-55; col. 1 1, 11. 1-67; and col. 13, 11. 25-45; and whole 
document) implicitly shows those elements and limitations of claims 2-9 which are 
not explicitly recited in Off, and it would have been obvious to modify and 
interpret the disclosure of Off cited above as showing all of the elements and 
limitations of claims 2-9, because modification and interpretation of the cited 
disclosure of Off would have provided means of "putting a discount coupon for a 
selected product in the hands of a customer who uses some other product. . . 
(see Off (col. 1, 11. 65-67)), based on the motivation to modify Off so as to use 
"point-of-sale computer systems . . . to record sales transactions, " (See Off (col. 
1,11. 13-20)). 

Independent claim 10 is rejected for substantially the same reasons as 
independent claim 1 . 

As per claim 11, Off shows the method of claim 10. 

Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col. 2, 11. 32-67; 
col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 8, 11. 40-67; col. 
10, 11. 15-55; col. 11, 11. 1-67; and col. 13, 11. 25-45; and whole document) 
implicitly shows all elements and limitations of claim 1 1 ; however, 

Off lacks explicit recitation of some elements of claim 1 1, even though Off 
cited above implicitly shows same. 
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Official Notice is taken that both the concepts and the advantages of the 
elements and limitations of dependent claim 1 1 were notoriously well known and 
expected in the art at the time of the invention, because it would have been 
obvious at the time the invention was made to a person having ordinary skill in the 
art that the disclosure Off (the ABSTRACT; FIG 1, FIG. 4a through FIG. 4d; col. 
2, 11. 32-67; col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 8, 11. 
40-67; col. 10, 11. 15-55; col. 11, 11. 1-67; and col. 13, 11. 25-45; and whole 
document) implicitly shows those elements and limitations of claim 1 1 which are 
not explicitly recited in Off; and it would have been obvious to modify and 
interpret the disclosure of Off cited above as showing all of the elements and 
limitations of claim 11, because modification and interpretation of the cited 
disclosure of Off would have provided means of "putting a discount coupon for a 
selected product in the hands of a customer who uses some other product. . . ." 
(see Off (col. 1, 11. 65-67)), based on the motivation to modify Off so as to use 
"point-of-sale computer systems . . . to record sales transactions. " (See Off (col. 
1,11. 13-20)). 

Independent claim 12 is rejected for substantially the same reasons as 
independent claim 1. 
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As per claims 13-16, Off shows the method of claim 12. 

Off (the ABSTRACT- FIG. 1, FIG. 4a through FIG. 4d; col. 2, 11. 32-67; 
col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 8, 11. 40-67; col 
10, 11. 15-55; col 1 1, 11. 1-67; and col. 13, 11. 25-45; and whole document) 
implicitly shows all elements and limitations of claims 13-16; however, 

Off lacks explicit recitation of some elements of claims 13-16, even though 
Off cited above implicitly shows same. 

Official Notice is taken that both the concepts and the advantages of the 
elements and limitations of dependent claims 13-16 were notoriously well known 
and expected in the art at the time of the invention, because it would have been 
obvious at the time the invention was made to a person having ordinary skill in the 
art that the disclosure Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col 
2, 11. 32-67; col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col 5, 11. 55-67; col. 8, 11. 
40-67; col. 10, 11. 15-55; col. 11, 11. 1-67; and col. 13, 11. 25-45; and whole 
document) implicitly shows those elements and limitations of claims 13-16 which 
are not explicitly recited in Off ; and it would have been obvious to modify and 
interpret the disclosure of Off cited above as showing all of the elements and 
limitations of claims 13-16, because modification and interpretation of the cited 
disclosure of Off would have provided means of "putting a discount coupon for a 
selected product in the hands of a customer who uses some other product. ..." 
(see Off (col. 1, 11. 65-67)), based on the motivation to modify Off so as to use 
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"point-of-sale computer systems . . . to record sales transactions. " (See Off (col. 
1,11. 13-20)). 

Independent claim 17 is rejected for substantially the same reasons as 
independent claim 1 . 

As per claims 18-24, Off shows the apparatus of claim 17 and subsequent 
base claims depending from claim 17. 

Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col. 2, 11. 32-67; 
col 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 8, 11. 40-67; col. 
10, 11. 15-55; col. 1 1, 11. 1-67; and col. 13, 11 25-45; and whole document) 
implicitly shows all elements and limitations of claims 18-24; however, 

Off lacks explicit recitation of some elements of claims 18-24, even though 
Off cited above implicitly shows same. 

Official Notice is taken that both the concepts and the advantages of the 
elements and limitations of dependent claims 18-24 were notoriously well known 
and expected in the art at the time of the invention, because it would have been 
obvious at the time the invention was made to a person having ordinary skill in the 
art that the disclosure Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col. 
2, 11. 32-67; col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 8, 11. 
40-67; col 10, 11. 15-55; col. 11, 11. 1-67; and col. 13, 11. 25-45; and whole 



Serial Number: 09/873,094 (Parry et aL) 9 

Art Unit: 3622 

document) implicitly shows those elements and limitations of claims 18-24 which 
are not explicitly recited in Off; and it would have been obvious to modify and 
interpret the disclosure of Off cited above as showing all of the elements and 
limitations of claims 18-24, because modification and interpretation of the cited 
disclosure of Off would have provided means of "putting a discount coupon for a 
selected product in the hands of a customer who uses some other product. . . " 
(see Off (col. 1, 11. 65-67)), based on the motivation to modify Off so as to use 
"point-of-sale computer systems . . . to record sales transactions. " (See Off (col. 
1,11. 13-20)). 

Independent claim 25 is rejected for the same reasons as independent claim 

1. 

As per claims 26-32, Off shows the apparatus of claim 25 and subsequent 
base claims depending from claim 25. 

Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG 4d; col. 2, 11. 32-67; 
col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col 5, 11. 55-67; col 8, 11. 40-67; col. 
10, 11. 15-55; col. 1 1, 11. 1-67; and col. 13, 11. 25-45; and whole document) 
implicitly shows all elements and limitations of claims 26-32; however, 

Off lacks explicit recitation of some elements of claims 26-32, even though 
Off cited above implicitly shows same. 
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Official Notice is taken that both the concepts and the advantages of the 
elements and limitations of dependent claims 26-32 were notoriously well known 
and expected in the art at the time of the invention, because it would have been 
obvious at the time the invention was made to a person having ordinary skill in the 
art that the disclosure Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col. 
2, 11. 32-67; col. 3, 11 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col 5, 11. 55-67; col. 8, 11. 
40-67; col 10, 11. 15-55; col. 1 1, 11. 1-67; and col. 13, 11 25-45; and whole 
document) implicitly shows those elements and limitations of claims 26-32 which 
are not explicitly recited in Off ; and it would have been obvious to modify and 
interpret the disclosure of Off cited above as showing all of the elements and 
limitations of claims 26-32, because modification and interpretation of the cited 
disclosure of Off would have provided means of "putting a discount coupon for a 
selected product in the hands of a customer who uses some other product. . . ." 
(see Off (col. 1, 11. 65-67)), based on the motivation to modify Off so as to use 
"point-of-sale computer systems . . . to record sales transactions. " (See Off (col. 
1,11 13-20)). 

Independent claim 33 is rejected for substantially the same reasons as 
independent claim 1 . 
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As per claims 34-36, Off shows the apparatus of claim 33. 

Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col 2, 11. 32-67; 
col 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 8, 11. 40-67; col. 
10, 11. 15-55; col. 11, 11. 1-67; and col 13, 11. 25-45; and whole document) 
implicitly shows all elements and limitations of claims 34-36; however, 

Off lacks explicit recitation of some elements of claims 34-36, even though 
Off cited above implicitly shows same. 

Official Notice is taken that both the concepts and the advantages of the 
elements and limitations of dependent claims 34-36 were notoriously well known 
and expected in the art at the time of the invention, because it would have been 
obvious at the time the invention was made to a person having ordinary skill in the 
art that the disclosure Off (the ABSTRACT; FIG. 1, FIG. 4a through FIG. 4d; col. 
2, 11. 32-67; col. 3, 11. 1-5; col. 4, 11. 1-67; col. 5, 11. 1-20; col. 5, 11. 55-67; col. 8, 11. 
40-67; col. 10, 11. 15-55; col. 11, 11. 1-67; and col 13, 11. 25-45; and whole 
document) implicitly shows those elements and limitations of claims 34-36 which 
are not explicitly recited in Off; and it would have been obvious to modify and 
interpret the disclosure of Off cited above as showing all of the elements and 
limitations of claims 34-36, because modification and interpretation of the cited 
disclosure of Off would have provided means of "putting a discount coupon for a 
selected product in the hands of a customer who uses some other product. . . " 
(see Off (col. 1, 11. 65-67)), based on the motivation to modify Off so as to use 
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"point-of-sale computer systems . . . to record sales transactions. " (See Off (col. 
1,11. 13-20)). 

CONCLUSION 
3. Any response to this action should be mailed to: 

Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

Any response to this action may be sent via facsimile to either: 

(703)305-7687 (for formal communications EXPEDITED PROCEDURE) or 

(703) 305-7687 (for formal communications marked AFTER-FINAL) or 

(703) 746-7240 (for informal communications marked PROPOSED or DRAFT). 

Hand delivered responses may be brought to: 

Seventh Floor Receptionist 
Crystal Park V 
2451 Crystal Drive 
Arlington, Virginia. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John L. Young who may be reached via telephone at (703) 
305-3801 . The examiner can normally be reached Monday through Friday between 8:30 
A.M. and 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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supervisor, Eric Stamber, may be reached at (703) 305-8469. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is (703) 
305-3900. 




Joim L. Young 
Patent Examini 



September 7, 2004 



